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DETAILED ACTION 
Response to Amendment 

1 . The Examiner acknowledges Applicant's submission on 1 1/1 0/05 with 
amendments to claims 1, 3-6 and the addition of new claim 11. Claims 1-8 and 10-11 
have been rejected as being previously disclosed or obvious over prior references. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on 12/14/05 is in 
compliance with the provisions of 37 CFR 1.97. Accordingly, the information disclosure 
statement is being considered by the examiner. 

Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Clainrtfl as amended on 1 1/1 0/05 jer rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description requirement. The amended 
claim(s) contains subject matter, specifically in reference to the feature of print 
conditions being displayed on the display picture in a recognizable display form "when 
the file icon is not located over the print icon" which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed 
invention. Since claims 2 and 10 depend on claim 1 and include all of the limitations of 
this claim, claims 2 and 10 are rejected under 35 U.S.C. 112, first paragraph. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1, 2 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over U. S. Patent No. 5,546,527 (Fitzpatrick et a1.), herein referred to as Fitzpatrick and 

U. S. Patent No. 5,638,505 (Hemenway et al.), herein referred to as Hemenway. 

Referring to claim 1 , Fitzpatrick discloses a print control operation system using 

icons including a display picture for displaying a print icon having predetermined print 

conditions and a file icon of a file to be printed, print processing of the file being 

executed under the predetermined print conditions in the print icon by dragging the file 

icon and dropping the file icon on the print icon (Figure 4 and column 1 , lines 21-30). 

Fitzpatrick discloses that print icon is formed so that the display is altered to a setting of 

the print conditions, wherein the print icon is formed to have default print conditions 

(column 1, lines 27-30). Fitzpatrick also discloses the predetermined print conditions in 

the print icon being displayed on the display picture in a recognizable display form 

(Figure 4 and column 2, lines 1 1-13) but discloses that the print conditions are 

displayed by locating the file icon on the print icon. Hemenway carries out the same 

methods as disclosed by Fitzpatrick of dragging and dropping a file icon on to a print 

icon in order to print the contents of the file icon (column 1 , lines 65-67 and column 2, 

lines 1-5). Hemenway in addition to that, also displays the print conditions in a 
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recognizable display form when the file icon is not located over the print icon, wherein 
this print information is always displayed (reference number 46, Figure 3A). It would 
have been obvious for one skilled in the aft at the time of the invention to display the 
print conditions in a recognizable display form when the file icon is not located over the 
print icon. Hemenway and Fitzpatrick both teach printing files through icon manipulation, 
wherein a file icon is dragged and dropped onto a print icon in order for that distinct 
printer to print the file. Hemenway furthermore allows for the user to view the print 
conditions without an additional dragging process, wherein this convenient method can 
be beneficial in Fitzpatrick's disclosure, wherein the user can view the print conditions 
before dragging the file icon. Furthermore, Fitzpatrick teaches prior art and well known 
methods in the field of printer processing, wherein the user had access to a printer icon 
containing printer conditions, wherein a direct access of the user by clicking on this 
printer icon would allow for the print conditions to be displayed on the display picture in 
a recognizable display form when the file icon is not located over the print icon (column 
1 , lines 35-50). Hemenway further teaches the methods as discussed above. 

Referring to claim 2, Fitzpatrick discloses that at a time point when a file icon of 
a file to be printed is superposed on the print icon, an outline of the print conditions 
preset in the print icon are displayed on the display picture (Figure 4 and column 2, lines 
32-37). 

Referring to claim 10, Fitzpatrick discloses that a time point when a file icon of a 
file to be printed is superposed on the print icon, a printing preview of the file icon is 
displayed on the display picture, wherein the print parameters which apply to the file 
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icon for printing inherently teaches a preview means for the previewing of the file icon 
(Figure 4), further as per the present claims, a preview is available of the file icon, 
wherein the file icon is displayed to the user when the file icon is superposed onto the 
printer icon as shown in Figure 3, wherein this display of the file icon allows the user to 
have a print preview of the file icon, wherein the file that is to be printed, is previewed, 
thus teaching a printing preview of the file icon. 

5. Claims 3, 5-8 and 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U. S. Patent No. 5,546,527 (Fitzpatrick et a1.), herein referred to as Fitzpatrick and 
U. S. Patent No. 6,697,090 B1 (Nagasaka et al.), herein referred to as Nagasaka. 

Referring to claim 3, Fitzpatrick discloses a print control operation system using 
icons including a display picture for displaying a print icon having predetermined print 
conditions and a file icon of a file to be printed, print processing of the file being 
executed under the predetermined print conditions in the print icon by dragging the file 
icon and dropping the file icon on the print icon (Figure 4 and column 1 , lines 21-30). 
Fitzpatrick discloses that the print conditions in the print icon are displayed on the 
display picture in a recognizable display form (Figure 4 and column 2, lines 1 1-13). 
Fitzpatrick discloses at a time point a file icon of a file to be printed is superposed on the 
print icon, a printing preview of the file icon is displayed on the display picture, wherein 
the print parameters which apply to the file icon for printing inherently teaches a preview 
means for the previewing of the file icon (Figure 4), further as per the present claims, a 
preview is available of the file icon, wherein the file icon is displayed to the user when 
the file icon is superposed onto the printer icon as shown in Figure 3, wherein this 
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display of the file icon allows the user to have a print preview of the file icon, wherein 
the file that is to be printed, is previewed, thus teaching a printing preview of the file 
icon. Fitzpatrick disclose displaying a printing preview of the file icon but does not 
disclose providing preview data that displays what is contained within this file icon. 
Nagasaka discloses providing a preview of items found within an icon object that is 
displayed as a result of superposing a first object icon onto a second object icon 
(column 8, lines 5-25). It would have been obvious for one skilled in the art, at the time 
of the invention, to disclose providing a preview of items associated with an icon when a 
first icon is superposed on a second icon. Nagasaka teaches an analogous art of drag 
and drop of icons including image document icons with printer icons for carrying out 
distinct functionalities. Nagasaka in addition to teaching the drag and drop of icons for 
carrying out functionality, further teaches that upon superposing of a first icon onto a 
second icon, a preview of items that are associated with the icon is displayed to the 
user, without actual selection and display within an application. Therefore, Fitzpatrick 
having taught the drag and drop functionality could further benefit by providing a print 
preview of the items as is taught by Nagasaka. Nagasaka's drag and drop functionality 
further allows for viewing of data related to the icons that are superposed without 
manual selection of the icons within an application primarily for previewing of the items. 
This feature would be beneficial to Fitzpatrick where using the same drag and drop 
functionality, the user of Fitzpatrick would be able to carry out multiple steps including 
directing the printing of documents along with previewing of items associated with the 
icons. Hence, one skilled in the art, at the time of the invention would have been 
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motivated to learn from Nagasaka to teach providing a preview of a items associated 
with an icon when a first icon is superposed on a second icon. 

Referring to claim 5, Fitzpatrick discloses when a file icon of a file to be printed is 
dragged and dropped on the print icon, a window for setting print conditions of the print 
icon is opened (column 2, lines 47-50 and Figure 4). 

Referring to claim 6, Fitzpatrick discloses when a file is dragged and dropped on 
the print icon, a printer capable of conducting print processing is automatically selected 
based on print conditions set in the print icon, wherein once the file icon is dropped onto 
a print icon, from within the parameters disclosed, the specific printer is determined 
(column 4, lines 1-4). 

Referring to claim 7, Fitzpatrick discloses when a tile icon is dragged and 
dropped on the print icon, a printer capable of conducting a print processing is 
automatically selected from among printers in a stand-by state, based on print 
conditions set is the print icon (column 3, lines 58-60 and column 4, lines 1-4). 

Referring to claim 8, Fitzpatrick discloses a printer to be used is set in the print 
icon as one of set conditions of the print icon (column 4, lines 1-4). Fitzpatrick discloses 
monitoring the target print icons to determine if the state of the printer is monitored such 
that the printer cannot execute processing set in the print icon, the print icon is 
controlled so as not to be displayed (column 6, lines 24-30), wherein Fitzpatrick teaches 
upon determining that the printer target is cannot do processing will ensure that the print 
icon is not to be displayed and not accessible for manipulation. 
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Referring to claim 1 1 , Fitzpatrick and Nagasaka discloses that the printing 
preview allows a user to view and confirm contents of a file to be printed without having 
to open the file on an application (Nagasaka, Figure 9 and column 8, lines 30-35), 
teaching that the information provided for previewing is done so without opening an 
application and where the display shows simply the items without any relation to a 
specific application under which the items have been accessed. 
6. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over U. S. 
Patent No. 5,546,527 (Fitzpatrick et a1.), herein referred to as Fitzpatrick and U. S. 
Patent No. 6,697,090 B1 (Nagasaka et al.), herein referred to as Nagasaka and further 
in view of Hemenway. 

Referring to claim 4, Fitzpatrick and Nagasaka do not explicitly imply a plurality of 
file icons of files to be printed being dragged and dropped on the printer icon and further 
determining that the files are consecutively subject to print processing. Hemenway 
much like Fitzpatrick, allows for a drag and drop means for dragging file documents and 
dropping them onto print icons for printing to occur, wherein Hemenway goes further to 
display to teach that multiple print jobs are applicable to the one print icon (Figure 5C 
and column 1 1 , lines 28-31), wherein printer Spitfire discloses having multiple files icons 
to be printed. It would have been obvious for one skilled in the m, at the time of the 
invention to learn from Hemenway to implement a means for a plurality of file icons of 
files to be printed by dragging and dropping the files onto the print icon, the files being 
consecutively printed as a series of recorded matters. It is necessary to have a method 
for printing various documents, which is necessary for users of any computer system. 
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Thus, as Hemenway teaches, the ability to drag and drop a plurality of documents on to 
the print source or icon allows for the print jobs to be queued to be processed 
consecutively, thus allowing for various documents to be printed at the same time. 

Response to Arguments 
7. Applicant's arguments filed 1 1/10/05 have been fully considered but they are not 
persuasive. 

With reference to claim 3, based on further consideration, it has been determined 
that previewing of data items associated with an icon object as a result of superposing 
of the icon has been disclosed in prior arts. Based on discussions with Primary 
Examiners, it has been determined that these new additional features have been 
previously disclosed. Claim 3 has been rejected as being obvious over Fitzpatrick and 
Nagasaka. Nagasaka has taught a drag and drop method using print and image icons 
with one drag and drop function allowing for previewing of data that is associated with 
the icons that have been superposed. Based on these findings, claim 3 is not 
allowable. 

With reference to claim 1 , the Examiner has considered the new amendments to 
claim 1 but there is no clear support for these newly added features in the disclosure. It 
is suggested that Applicant point out indicating by page and line numbers, where these 
new features have been disclosed in the specification. The 112, first paragraph 
rejection for claim 1 has been maintained. 

The teaching of displaying print conditions in a recognizable display form when 
the file icon is not located over the print icon is a well-known and common feature in the 
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field of word processing document. This feature is merely a common process that is 
found in various word processing documents. The print conditions are easily accessible 
and viewed on a recognizable display form in any word processing document that would 
allow a user to print and provide print conditions to the user to view. These word 
processing documents would not require that a file icon be located over the print icon, 
therefore displaying the print conditions to the user when the file icon is not located over 
the print icon. Hemenway is such a word processing system, that allows for users to 
view print conditions and allows viewing of these print conditions when a file icon is not 
located over the print icon. The display of print conditions at any time without prompting 
by locating an icon over another icon is clearly taught by Hemenway and in combination 
with Fitzpatrick, with both being analogous arts, teaches that print conditions are 
displayed when the file icon is not located over the print icon. The combination of 
Fitzpatrick and Hemenway is a proper combination that teaches the features of the 
present invention. Hemenway has provided a teaching of displaying the print conditions 
without superposing of icons. Furthermore, based on the above reference to the 
displaying of print conditions being common in the field of word processing, Fitzpatrick 
has clearly pointed out well known methods where print conditions are viewed in a 
recognizable form by a user without superposing of icons where print conditions 
although manually accessed are nonetheless viewable without being prompted by the 
location of print and file icons (column 1 , lines 40-48). This reference by Fitzpatrick to a 
well known teaching clearly point outs the display of print conditions without moving of 
icons along with Hemenway further teaching the display of print conditions without drag 
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and drop of print and file icons, clearly teaches the role of this well known feature in the 
field of word processing. Therefore, there is motivation provided by Fitzpatrick that 
would allow for a proper combination with Hemenway. 

Conclusion 

8. Responses to this action should be submitted as per the options cited below: The 
United States Patent and Trademark Office requires most patent related 
correspondence to be: a) faxed to the Central Fax number (571-273-8300) b) hand 
carried or delivered to the Customer Service Window (located at the Randolph Building, 
401 Dulany Street, Alexandria, VA 22314), c) mailed to the mailing address set forth in 
37 CFR 1 . 1 (e.g., P.O. Box 1450, Alexandria, VA 22313-1450), or d) transmitted to the 
Office using the Office's Electronic Filing System. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Namitha Pillai whose telephone number is (571) 272- 
4054. The examiner can normally be reached on 8:30 AM - 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Cabeca can be reached on (571) 272-4048. 

All Internet e-mail communications will be made of record in the application file. 
PTO employees do not engage in Internet communications where there exists a 
possibility that sensitive information could be identified or exchanged unless the record 
includes a properly signed express waiver of the confidentiality requirements of 35 
U.S.C. 122. This is more clearly set forth in the Interim Internet Usage Policy published 
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in the Official Gazette of the Patent and Trademark on February 25, 1997 at 1 195 OG 
89. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 
(571)272-2100. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). 

Namitha Pillai 
Assistant Examiner 
Art Unit 2173 
January 19, 2006 
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